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COMPOUND SYNTHESIS 
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Honorable Coimaissioner of 

Patents cmd Trademarks 
Washington, D.C. 20231 

Sir: 

The September 21, 1999 "Petition Decision" states: 

Any request for reconsideration or review of this 
decision must be by way of a renewed petition and must be 
filed within TWO MONTHS of the mailing date of this decision 
in order to be considered timely. [p. 3] 

This "Renewed Petition" is procedurally proper and timely 
filed on Monday, November 22, 1999. 



The September 21, 1999 Petition Decision ("Decision") should 
be reversed and the relief sought by the Petition under 37 C.F.R. 
§1.144 ("Petition") filed May 28, 1999 should be granted for the 
following reasons : 

1. The September 21, 1999 Decision deliberately and 
repeatedly mischaracterize a the Patifcion The statements in the 
Decision that: 



Grounds in Smanort of This Renewed Petition 



(i) "i^plicants [sic] appear to rely on the provisions of 
M.P.E.P. 803.02..." [p. 1]; and 

(ii) "J^plicant appears to base his arguments primarily on 
the above section of the M.P.E.P." [pp. 2-3] 

are simply not true. There is no reference anywhere to M.P.E.P. 
803.02 in any of applicant's arguments. The Decision's use of 
the word "appears" is a contrivance necessary to find some 
pretext for denying the Petition. The Decision should be 
reversed for lack of candor. 

2. Contrary to the Decision, "Reason 1" in the Petition 
contains no reference to M.P.E.P. 803.02. Instead, that Reason 1 
clearly states what applicant does rely on ; 

As noted in the Request for Reconsideration: "Pursuant 
to 35 U.S.C. §103 (a), claimed inventions^ are to be 
considered and acted upon by the examiner ' as a whola ^ " 
(eophasis added) . (A claimed invention is unpatentable "if 
the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter 
as a whole would have been obvious..."; 35 U.S.C. §103 (a) ) 
Under 35 U.S.C. §121 (1994): "If two or more independent ^d 
distinct inventions are claimed in one application, the 
Commissioner may require the application to be restricted to 
one of the inventions". 



The Decision states: "By applicant's own admission (i.e.- 
"xnventions") , there is more than one invention set forth in 
claim 1 and other claims" (p. 3) . This is another 
mischaracterization of the Petition, which takes the word 
"inventions" out of context, that is made in another effort to 
find some pretext for denial of it. J^plicant has not made any 
"admxssxon" of any fact or circumstance which compromises any 
aspect of the relief sought by the Petition. 
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"invention" must have the same meanino in 
§103 (a) and §121 of Title 35. Therefore, the^ord 
"xnventxon" in §121 must mean the claimed "subject matter as 
a whole", just as in §103 (a) . For that reason, it 1^ indeed 
"xnappropriate...to restrict within a claim" (ic^L" p 9^ 

« i.^f*'*'®''' Examiner's notion that there may be 

multiple inventions in a claim" which therefore "can be 
restricted into the different inventions" (id) clashes not 
only with §103 (a) but also with §112. If a restriction 

were permitted, it would force the applicant to f^jlent 
claimed "subject matter as a whole" into a pluralitHf 
claims, none of which actually «point[s] out and distinctlv 
claim[s] the subject matter [as a whole] that the a^lic^t 

cTr%r7st"/"T^"" discovery". 35 U.S.C. Tl2ll^l 
C.F.R. §1. 75(a). [pp. 2-3] 

Actually, the Decision's only response to this focal 
argument set forth in the Petition is: 

It is noted that applicant argues that the examiner 

h^s iSr^rr f as a whole. ... The ^Lr 

has Identified which claims are related to each separate 
invention claimed. Obviously claim 1 relates to two 
inventions, as determined by the examiner, thus iii»lying 
that only part of claim 1 relates to the first clSn^S 
invention and part relates to the second claimed invention 

S^ed':^^-' Of the restriction r^^^r^nt 

based on including part, of a claim in separate gr^ps as 
xllogical IS not found persuasive based on the aiove action 
by the examiner.... [p. 3; emphasis added.] 

This statement in the Decision is just an evasion of 

applicant's actual position as stated in the Petition and quoted 

above. Applicant requests a clear answer to this position-which 

the Decision ignores— including an explanation of why it is not 

only persuasive but also mandated by the cited statutes and 



rules 
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The Decision states: 



TJ;® criteria for requiring an election of species in « 
Markush group, as noted above, is that the cgSE2S!Ll^a 
substantxal r.iPtnrr.1 f«.-„.^ ^^l o.^d ^oL^.ff/^^^ " 
a^^Ut^e^laiaed. The examiner could f ind no sh2rld ^ 

cJ^r^id <^"cted to th: "r?ity 

?ie^!l therefor a restriction requirement was made 
The examxner also gave extensive reasons for restriction 

For^"! """"'^ properties, reactivii^es? etc 

^r the same reasons, the claims directed to the making of 
the xndxvidual compounds, claims 7 and 8, were ^vJd^ i^L 
two separate groups corresponding to the restric^Ion^^ 
compound, in Groups I and II. iSe clSL of Group V llJt 
makxng compounds not related to the compound of Grlupri-iv 
^ig^n^ir" --trictable. [p. 3; emphasis in 

Under those "criteria", the proper procedure was for the 
examiner to require "election" as between the two "species" said 
to be recited in claim 1. The examiner is without power to, in 
effect, order such a claim 1 species election sua_SEonte, and 
«ien combine the sua_SEonte elected species with 3Sa_sE9n^ 
elected fragments of another claim and demand "restriction" as to 
the artificial "invention" so created by the examiner but never 
claimed by applicant. 
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DEPOSIT ACCOUNT AtrrwQRizATTnM 
Please charge any fees due in connection with this Renewed 
Petition to Deposit Account No. 09-0948. A duplicate is 
attached. 




Registration No. 16,541 
700 Thirteenth Street, N.W. 
Suite 950 

Washington, D.C. 20005 
Phone: (202) 626-4480 
Fax: (202) 626-4462 



Dated: November 22, 1999 
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